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DECI S| ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s
final rejection of clains 5 through 11. The rejection of
claim1ll as set forth in the final office action (Paper No.
6 mailed April 17, 1997) has not been carried forward and

restated in the exam ner’s answer (Paper No. 13, nmailed
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Novenber 25, 1997). It therefore is presuned that the
rejection of claim
11 has been wthdrawn as a result of the anendnent filed

with appellants’ nmain brief. See Ex parte Emm 118 USPQ

180, 181 (Bd. App. 1957). Although the exam ner has not
notified appellants about the current status of claim1l, it
appears that this dependent claimis considered to be

al l owabl e subject to being rewitten in independent form
Based on this understandi ng of the record before us, the
only issues renmaining in this appeal involve the exam ner’s

rejections of clains 5 through 10.

Appel lants’ clainmed invention relates to an artificial
| eg having a thigh section (21) and a |lower |eg portion (1)
pivotally connected to the thigh section by a knee joint
structure (4, 12, 17, 19). According to claim®6, the only
i ndependent clai mon appeal, the knee joint structure
conprises a bearing part (17) having what is defined as a

“third stopper portion” (16).! The third stopper portion is

! The bearing part 4 is described in appellants’ specification as having
two portions 7 and 15 integrally joined to each other. Appellants’

drawi ngs show that only portion 7 is enbedded in the |lower |eg portion
in the sense that it is received in an aperture 2 in the lower |eg
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engagable with a first stopper portion (9) to limt rotation
of the lower leg portion in one direction to a standing
position. The third stopper portion is also engagable with
a second stopper portion (10) to limt rotation of the |ower
|l eg portion in the opposite direction to a kneeling

position.

A copy of the appealed clainms is appended to

appel l ants’ brief.

The following reference is relied upon by the exam ner

in support of his rejections under 35 U.S.C. § 103 and

35 U.S.C. § 102(b):

Lew s 278, 566 May 29, 1883

Appeal ed clainms 6 through 10 stand rejected under

portion. In contrast, claim®6 recites that the bearing part is enbedded
in the lower leg portion as if the entire bearing part is received in an
aperture in the lower leg portion. Consistent with appellants’ original
di scl osure we have therefore interpreted clause “c” of claim6 as

nmeani ng that the bearing part has a portion enbedded in the | ower |eg
portion. Correction of this informality is in order upon return of this
application to the exam ner.
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35 U.S.C. 8 102(b) as being anticipated by Lew s, and
appeal ed claim5 stands rejected under 35 U.S.C. § 103 as
bei ng unpatentabl e over Lewis. Appealed claim5
additionally stands rejected under 35 U.S.C. § 112, second
par agraph, as being indefinite for failing to particularly
poi nt out and distinctly claimthe subject matter which
appel l ants regard as their invention.

Considering first the 8 102(b) rejection of claim®6,
Lew s discloses an artificial |eg having a thigh section A
and a lower |eg portion D attached to the thigh section by a
pair of strap assenblies. Each strap assenbly in Lew s’
artificial |leg has pivotally interconnected upper and | ower
metal straps E and F to all ow pivotal novenent between the
thigh section and the lower |eg portion. The upper straps E
of the two strap assenblies are fastened to the thigh
section. The |lower straps F of the strap assenblies are
attached to the lower leg portion. Contrary to appellants’
argunents, the lower straps F are considered to be enbedded
in the lower leg portion in that they appear fromthe
showing in Figure 1 of Lewis’ drawings to be received in

upwar dl y openi ng pockets in the |ower |eg portion.
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In each of Lewis’ strap assenblies, an arcuate portion
on the | ower end of the upper strap E seats on and is
capabl e of articulating about a generally circular portion
at the upper end of the lower strap F to provide a hinged
joint e as showmn in Figures 3 and 4 of Lews’ drawings. The
arcuate portion on the |ower end of the upper strap E lies
circunferentially between two circunferentially opposed,
radi al | y extendi ng shoul ders on the circular portion at the
upper end of the lower strap F. The end e of the arcuate
portion is described as a stop and is engagable with the
opposi ng shoul der on the generally circular portion of the
| ower strap Fto limt clockw se rotation of the upper strap
E to a generally vertical standing position as shown in

Figure 3.

There is no description, however, about the other
circunferential shoulder. |In particular, Lews’
specification | acks a disclosure that the other
circunferential shoul der provides a stop for limting
countercl ockwi se rotation of the upper strap E (as vi ewed

fromFi gure 3 of Lewis’ drawings) in a kneeling position.
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The exam ner takes the position, in substance, that the
ot her, unl abeled circunferential shoulder will inherently
act as a stop to limt rotation of the upper strap e to a

kneeling position. The exam ner’s reasoning foll ows:

The Lewi s specification, contrary to the
Appel lant’s [sic] comrents, very plainly provides
support for the Exam ner’s position that the thigh
socket A is flexible enough to permt the
shoul ders of the joint e to contact one anot her at
full flexion. [If the “sole-leather” is “of
sufficient elasticity to adapt itself to the shape
of the Iinmb” (lines 30-32), then it will certainly
offer little if any resistance to a contacting
wooden | eg nenber D. [Answer, page 5.]

Adm ttedly, the upper strap E may be capabl e of
rotation in a counterclockwi se direction to a position where
the arcuate portion on the upper strap abuts the unl abel ed
circunferential shoul der on the generally circular portion
of the Iower strap so that the unlabel ed shoul der acts as a

stop. However, as stated in In re QCelrich, 666 F.2d 578,

581, 212 USPQ 323, 326 (CCPA 1981), inherency may not be
establ i shed by possibilities or even probabilities.

| nstead, the exam ner nust provide a basis in fact and/or
techni cal reasoning to reasonably support the determ nation
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that the allegedly inherent features necessarily flow from

the teachings of the applied reference. See Ex parte Levy,

17 USPQ2d 1461, 1464 (BPAl 1990) and cases cited therein.

In the present case, it does not necessarily flow from
Lewi s’ disclosure that Lewis’ upper strap Eis inherently
capable of rotation to a position where the unl abel ed
circunferential shoulder on the generally circular portion
acts as a stop for the reasons stated by appellants on pages
6 and 7 of the main brief. Accordingly, we are constrai ned
to reverse the 8 102(b) rejection of claim6 and the
8§ 102(b) rejection of dependent clainms 7 through 10 since
Lew s does not expressly or inherently neet all of the

limtations in claim6. See In re Schreiber, 128 F.3d 1473,

1477, 44 USPQR2d 1429, 1431 (Fed. Cir. 1997) (To anticipate a
claim a prior art reference nust disclose every l[imtation

of the claimed invention, either explicitly or inherently.).

We al so cannot sustain the 8 103 rejection of dependent
claim5. The exam ner has not supplied any notivation to

establish that it would have been obvious to enable Lew s’
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upper strap E to be rotated sufficiently far in a
countercl ockwi se direction to engage the unl abel ed
circunferential shoul der on the generally circular portion

of the | ower strap F.

Wth regard to the rejection of claimb5 under the
second paragraph of 8 112, appellants contend in their reply
brief that the exam ner has raised a new basis for this
rejection in his answer. However, appellants have not
chal I enged the grounds set forth in the answer. |Instead
appellants nmerely state in the reply brief that they are
“prepared to anend claim5” (reply brief, page 1). Thus,
appel I ants have not pointed out how the exam ner erred in
this rejection. W wll therefore sustain the § 112, second

par agraph, rejection of claimb5.

In summary, we have reversed the 8 102(b) rejection of
clainms 6 through 10, reversed the 8 103 rejection of claim5
and affirmed the 8 112, second paragraph, rejection of claim

5.
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The exam ner’ s decision rejecting the appeal ed cl ai nms

is affirmed in part.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART
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